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Tnis is a communication from the examiner in charge of your application 
COMMISSIONER OF PATENTS AND TRADEMARKS 

OFFICE ACTION SUMMARY 

Responsive to cornmurncatiori(s) filed on 
1'" This action is FINAL. 

S nee this application is in condition for allowance except for formal matters, prosecution as to the merits Is closed tn 

accordance with the practice under Ex pane Quayie. 1 935 D C 11: 453 0 & 21 3 

i shortened statutory period for response to this action is set to expire Jn month(s) or thirty days. 

/.hichever is longer from the mailing date of this communication Failure to respond within the period for response will cause 
tne application to become abandoned (35 U S C § 133; Extensions of time may be obtained under the provisions of 37 CFR 

1 136(a) 

Disposition of Claims 

^8ZP*m VTl^ C^Ls^rt; ^io Pending in the application. 

Of the above, claim(s) „ is/are withdrawn from consideration. 

Z Claim(s) 0 _is/are allowed. 

^^m T tt si4L~LjJL« i«^rejected. 

Claim <'s) is/are objected to 

~ Ciiamvs) are subject to restriction or election requirement. 

Application Papers 

Z.. See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

Z The drawtng(s) filed on is/are objected to by the Examiner. 

~ The proposed drawing correction, filed on is □ approved □ disapproved. 

; ~2 The specification is objected to by the Examiner 

The oath or declaration is objected to by the Examiner 

Priority under 35 U.S.C. § 119 

'~ Acknowledgment is made of a claim for foreign priority under 35 U S C. § 119(a)-(d) 

Zj All Lj Some* □ None of the CERTIFIED copies of the priority documents have been 
, i received 

T_j received in Application No (Series Code/Serial Number) 



[_j received in this national stage application from the International Bureau (PCT Rule 17 2(a)) 
•Certified copies not received 



Q Acknowledgment is made of a claim for domestic priority under 35 U S C § 1 19(e). 
Attachment(s) 

Notice of Reference Cited, PTO-892 

H Information Disclosure Statement(s), PTO-1449. Paper No(s) 

7~J interview Summary, PTO-413 

Zl Notice of Draftperson's Patent Drawing Review, PTO-948 
"Z Notice c* informal Patent Application PTO-152 



-SEE OFFICE ACTION ON THE FOLLOWING PAGES-- 
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i The iuiiowing is a quotation ot the appropriate paragraphs of 3^ 
! ? mi? thai lorm the basis lor the rejections under this section made in 
this MiYice action: 

A person ?hali be entitled to a patent unless 

Mo the indention u as patented or described in a printed publication in this or a 
foreign country or in public use or on *^ale in this countrv more than one year 
prior to the date of application lor patent in the United States 

i he claim r emains rejected under G S.C. 102'bi as being 
anticipated by NZ PBR ROS 51 1 'application and denomination published 
on January H I 99S i; or resulting Grant/Reg. Number 1131 'published 
on October M. 1996i; or GB Grant/Reg. Number 3467 (published on 
December Ml I99j) taken in view of the admission that the rose variety 
of the subject application was placed on public sale in the United 
Kingdom in November, 1992 " (emphasis added i. as set forth at page 2 
of applicant s October 01. 2001 response. 

This rejection was previously set forth and discussed in paragraph 1 
of paper number 12 (mailed December 27, 2001 f Applicant's arguments 
ha\e been considered but are not found persuasive. 

it remains the Office's position that each of the published foreign 
documents set lorth above constitutes a printed publication under 35 ISC 
1 02 because it is accessible to persons concerned with the art to which the 
document relates. See hire IFyer. (>55 F.2d 221. 226; 210 USPQ 790 794 
oXPA 1 98 1 * The plant breeder s right grants are entered in the Register of 
oiani \ovelties. and a notice is published when a variety is entered m the 
Register, in the European Community, even two months the Community 
Plant Variety Office published an Official Gazette containing all the 
information appearing in us Registers. Other information the CPVO feels 
important to the public may also be published m the Gazette 
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Thus information regarding the claimed vanetv, m the form of the 
publications noted above was readilv available to interested persons ol 
ordinary skill in the art more than one year pnor to the date of filing in the 
United Slates A publication relied upon as prior art under 35 US.C 102'hi 
must he enabling The lex l of the relied upon publications standing alone 
would not enable one skilled in the art to practice the claimed invention 
However when the claimed subject matter is disclosed identically by a 
reference, an additional reference may be relied upon to show that the 
primary reference has an enabled disclosure ' In re Szinour. S7 1 F2d 
1^7 USPO ! iCCPA 1 e > 7 8 i and !n re Donahue 766 F 2d 531. 22b USPO 619 
• Fed. Cir. 1 9»5 * ». See also MPEP Section 2 131 .01. When the claim is drawn 
to a plant, the reference, combined with the knowledge in the prior art. must 
enable one of ordinary skill in the art to reproduce the plant < In re Leurice. 
2U1 F 2d 429. 133 USPO 36S KXPA 1%2". If one skilled m the art could 
reproduce the plant from a publicly available source, then a publication 
describing the plant would ha\e an enabling disclosure \ Ex pane Thomson 
IA USP02d 1618, 1620 (Board of Patent Appeals and Interferences. 1 992 i I 
i The issue \* not whether the (claimed) cultivar Siokora was on public use or 
sale tn the United States but rather, whether Siokora seeds were available to 
a skilled artisan anywhere in the world such that he/she could attain them 
and make/reproduce the Siokora cultivar disclosed in the cited 
publications i ^ee also MPKP section 2121 .03 

Applicant has admitted at page 2 of the October 1 . 2001 response that 
plants of the Harvup variety were made available to the public outside of 
the United States more than one year prior to the filing date of the instant 
application, specifically in November. 1992 This constitutes evidence that 
i he ciaimeu cultivar was available to the public more than one year before 
'he present application s L S filing date 



The above referenced foreign publications are thus enabled because 
the disclosed culuvar could have been propagated from publicly available 
material?, and one skilled in the art would have the knowledge of how to do 
so, given the notoriety of various methods of asexual propagation See. e.g.. 
Thomson sunru See also Cooper. Biotechnology and the Law, Section 8.0^ 
t Clark Boardman Callaghani In essence then a plant patent applicant 
cannot lose his rights through public description of the new variety so long 
as he dues not make the stock available lor propagation bv the public. 

A printed publication can serve as a statutory bar under 3^ I .S C 
102'b* if the printed publication, combined with knowledge in the prior an. 
would have enabled one of ordinary skill in the art to reproduce the claimed 
plant, and said printed publication was published more than one year prior 
to the date of application in the United States i In re L eGriee 301 F.2d 929, 
133 USPQ 365 »CCPA 1962k If one skilled in the art could have reproduced 
ihe plant from a publicly available source, then the publication describing 
the plant would have an enabling disclosure. See Fx pane Thomson 24 USPO 
2d. 1018. 1 620. fBd Pat App & Inter, 1 992 r 

information regarding the claimed variety, m the lorm of the 
publications noted above, w as readilv available to interested persons of 
ordinary skill in the art, A publication relied upon as prior art under 35 
U.S.C I02(b i must be enabling. The text of the relied upon publication 
standing alone would not have enabled one skilled in the art to practice the 
claimed invention. When a claim is drawn to a plant, the reference, 
combined with knowledge in the prior art. must enable one of ordinary skill 
in the art to reproduce the plant. That plants of the instant cultivar were 
admittedly made available more than one year prior to the tiling date ot the 
instant application enables the referenced documents because the disclosed 
cultivar could have been propagated from publiclv available materials and 
one skilled in the art would have the knowledge of how to do so, given the 
noionoiv ot various methods ol asexual propagation. See, e g Thomson 
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supra. See also Cooper, Bio te chnology an d the L aw, section 8.05 i 1 Clark 
Boardman Callaghan' In essence then, a plant patent applicant cannot lose 
his rights through public description ot the new variety so long as he does 
not nvjie the stock available tor propagation by the public 

The contention that foreign commercial or public use is not a bar to 
patentability under .>S U S C 1 U2i b Ms again noted but is not relevant The 
clear wording of 35 US.C. 1 1) 2 < b » is A person shall be entitled to a patent 
unless . .'bt the invention was patented or described in a printed 
publication in this or a foreign country or in public use or sale in this 
country more than one year prior to the date of the application for patent in 
the United States There is no restriction of the bar under 33 ICS C. 102' h i 
to printed publications m this country That is the statute explicitly extends 
the scone of the bar from printed publications t o this or a foreign coun try. 
There is no requirement that a printed publication that describes the 
invention be printed or enabled in this country The second clause of 33 
U.S.C. 102»b i barring public sale or use in this country is not relevant 
because a rejection under 33 U.S.C. 1 0 2 > b * over the foreign published 
documents as enabled by the admitted availability of the plants outside the 
US more than one year prior to the date of domestic filing, is not over public 
use or sale, but on a printed publication. 

The argument that the claimed plant was not available in the United 
States more than one year prior to domestic filing is not persuasive, as 
applicant is attempting to create a geographic component of enablement, 
'ATuch does not exist m statute or in case law For a patent specification to be 
enabling, there is no requirement that the starting material required to 
produce the claimed invention must be located in the United States See, for 
example. Fa Pane Rinehart \ 1 0 USP( v )2d 1 7 1 0 f where a specification was 
loum! to be enabling even though the required biological material was onK 
available m the ocean off the coast of Central and South America. Even if 
there were a requirement that the plant be available m the United States. 



applicant has not explained why the skilled rose grower could not have 
purchased the claimed plant and arranged for its importation into the United 
States through the usual channels (customs and USDA quarantine! 

Arguments relative to the foreign documents becoming available onlv 
at the time of publication of the grant thereot are erroneous Each of these 
documents was available to the interested public at the time that the 
application was published. 

Argument? that any mlormation contained in the foreign publications 
would not enable a person skilled m the an to reproduce and thereby be m 
possession of the claimed plant with just a written description are not 
persuasive, because a more detailed description of the claimed cultivar 
would not confer novelty. See MPEP 2112. 

The continuing argument that the plant in fn re Leuricew'&s available 
onlv m a foreign country and that the fact situation there is the same as in 
the instant application is not persuasive because in LeGnca applicant never 
admitted that the rose cultivar was on sale anywhere. Instead applicant 
stated, Prior public use or sale are the avenues by which a plant enters the 
public domain i LeGnce. page 372). The court then added section 1021 b ) 
requires that an inventor, who has placed his invention in the public domain, 
file his application within one year thereafter 'page 372' 

The contention that the Court knew that the claimed plant had been 
on sale and found that fact irrelevant is contrary to the written opinion cited 
abov e The LeGnce decision repeatedly returns to the question of whether 
the invention was m the possession of the public . Clearly, if an invention is 
on sale to the public, then the public must have possession of it. As stated 
by the Board of Appeals and Interferences in Ex Parte Thomson, the court s 
holding was based on the specific printed publications before it. and no 
indication was given that the prior catalogue publication bet ore it ev idenced 
commercial availability m a readily enabling form <p 1 n 2 2 * 
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Thai the examiner should not rely upon Fx Parle Thomson because 
Thai case involved an application lor a utility patent is not persuasive 
because the question in Thomson as m Leonce. was w hat is required to 
enable a printed publication describing a plant? Except for the type of 
Ddieni sought, the instant application presents the same fact pattern as m 
ihe //7<v///<vv7case Moreover, applicant has misconstrued the Thomson 
decision The printed publications cited m Thomson were not enabled by 
applicant s deposit of seed? but by the commercial availability of the seeds 
outside the ( S As stated in Thomson we are convinced that the skilled 
cotton grower would have had the wherewithal, upon reading the publicly 
disseminated reference articles to purchase the commercial available 
Siokora seeds, and employ conventional techniques to plant and nurture the 
seeds to maturity in order to obtain the claimed invention, i.e.. Siokora 
plants, seeds and pollen. It is reasonable to conclude that, at the time the 
cited articles were published skilled artisans throughout the world would 
have found Siokora seeds readily available on the open market 

Applicant argues that the published information relative to the 
cultivar Haryup could not have enabled one skilled in the art to reproduce 
the plant. This argument is not persuasive because no amount of description 
would be an enabling disclosure Public notice of a Plant Breeder's Right 
application informs the public of the existence of the plant Sale or other 
public use of said plant then puts it in the public ? possession. If a plant is in 
the publics possession, then a printed publication can be a statutory bar, 
The following is a passage Irom LeGrice. page 37 ( > 

The mere description of the plant is not necessarily an 
"enabling' disclosure. Such descriptions, just as in the 
case of other types of inventions, in order to bar the 
issuance of a patent, must be capable, when taken in 
conjunction with the knowledge of those skilled in the 
art to which they pertain, of placing the invention in 
the possession of those so skilled. 
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The sale or use of the plant in the public domain and the knowledge m 
a pn.nied application would enable a person skilled in the art to reproduce 
the plant, thus the publication is a statutory bar under 35 U.S.C. 102 f b' 

Arguments raised relative to the propriety of use of a combination ol 
relerence? m an effort to anticipate an invention under 35 l T S C. 102<b f have 
been addressed in the above rejection, which sets forth the rationale. 

Argument? brought forth relative to substantive departure from prior 
practice within the art and unfairness to applicant have been considered but 
are not persuasive The only change in policy is in the use of rule 1.105. 
which was published in the Federal Register m the PBG advance notice, 
notice of proposed rulemaking and final rule While applicant has referred 
to the 102'bi rejection as the policy change, the substantive policy is the 
implementation of the existing 35 U.S.C. 102'b'i to a given factual pattern, 
hardly a substantive policy change The factual pattern is analogous to the 
opinion in Fj Parle Thomson which demonstrates the strength of 35 I S C. 
1 0 2 < b ! under such circumstances The USPTO cannot ignore 35 U.S.C. 102»b i 
lust because of the recognition of a recurring factual pattern that runs 
counter to that paragraph where it may not have been recognized before. 

The balance of applicant s arguments have been carefully considered, 
but have not been tound persuasive, and warrant no futher comment at this 

time. 
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2 THIS ACTION IS MADE FINAL Applicant is reminded ol the 
extension oi time policy as set forth in 3*7 CFK 1 136'a" 

A shortened statutory period for reply to this final action is set to 
expire THKKK MONTHS from the mailing date of this action In the event that 
a first replv is filed within TWO MONTHS of the mailing date of this final 
action and the advisory is not mailed until after the end of the THREE 
MONTH shortened statutory period, then the shortened statutory period will 
expire on the date the advisory is mailed and any extension tee pursuant to 
j" CFK 1.1 36' a 1 will be calculated from the mailing date of the advisory 
action In no event, however, will the statutory period for replv expire later 
man SIX MONTHS from the mailing date of this final action. 



j. Any inquiry concerning this communication from the examiner 
should be directed to Examiner Howard J. Locker whose telephone number is 
M) v -2924, and whose normal work hours are Monday through 
Thursday, from 6:30 a.m. to ylJO p.m. 

il attempts to reach the examiner by telephone are unsuccessful, the 
examiner s supervisor. Mr. Bruce Campell, can be reached at 703-308 4 2 0 5 

Anv inquiry ot a general nature or relating to the status of this 
application should be directed to the Group receptionist whose telephone 
number is «703» 30K-0 1 96 
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Paper? related to this application may be submitted to Group 1M)0 bv 
lacsimiie transmission. Papers should be faxed to this Group via the PTO Fax 
Center m Crvstal Mali 1 (CM 1 t The 1 axing of such papers must conform to 
ihe notice published m the Official Gazelle. 1096 OG 30 i November 1 5, 

The CM 1 Fax Center number is 703 50* 455b or 703 305-3592. 





lune 26, 2002 
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